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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, tiowever. may a reply be timety filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timety filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)H This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Expa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1^8 is/are pending in the application. 

4a) Of the above clalm(s) 4^8 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) ^3 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 

a)IElAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

1 4) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 1 21 since a specific 

reference was included in the first sentence of the specificafion or in an Application Data Sheet. 37 CFR 1 .78. 

Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Inten^iew Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) 13 Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 3 . 6) □ Other: 
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1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-3, drawn to a method of forming a coating on an optical fiber, 
classified in class 264, subclass 1.27. 

II. Claims 4-8, drawn to an apparatus for forming a coating on an optical 
fiber, classified in class 425, subclass 143. 

The inventions are distinct, each from the other because: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process as claimed can be practiced by another and 
different apparatus, such as one without the heating and cooling unit and temperature 
sensor and temperature control unit. Also, the apparatus can be used to coat articles 
other than optical fibers — ie, articles such as tubes, pipes and catheters. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Abumeri on August 21 , 2003 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-3. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 4-8 have been withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 
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Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

2. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 2, lines 3-4, is the "heating preset temperature" the same as the "predetermined 
preset temperature" recited at lines 6-7? If so, applicant should amend the claim to 
recite that the heat setting temperature, once reached, is maintained for some period of 
time. As presently drafted, it is not clear that the "heating preset temperature" is in fact 
the temperature that the light curing resin is being heated up to, since applicant also 
recites "after having reached", which can be interpreted as meaning the temperature is 
taken higher. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Japanese 
Patent 7-31 1 31 6 (see Abstract). 

Japanese Patent -316 discloses forming a coating on an optical fiber juncture by 
placing the fibers to be joined and a light curing resin in a mold, heating the resin up to a 
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predetermined temperature to control the viscosity of the resin and then irradiating the 
resin with light to cure the resin. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 3 are rejected under 35 U.S.C. 1D3(a) as being unpatentable over 

Japanese Patent 7-31 1316. 

Japanese -316 discloses the basic claimed method for recoating optical fibers lacking a 
disclosure that the resin is irradiated continuously from the start of the heating and a 
clear teaching of maintaining the preset temperature for a period of time as set forth in 
instant claim 2 and that the heating of the mold is used to enhance the flowability of the 
resin as it is filled into the mold (claim 3). It is submitted that these aspects would have 
been obvious features or modifications over the process disclosed in Japanese -316. 
The applied reference heats the mold and the resin to ensure that the resin can flow 
sufficiently so that air bubbles are eliminated. Maintaining the preset temperature for 
some period of time (at least until the resin is cured) certainly would have been obvious 
to ensure that the resin stays fluid during the curing and bubbles can be eliminated. 
Also, it is rather clear that the heating enhances the flowability of the resin in the applied 
reference (ie, controls viscosity) and one of ordinary skill in the art would have found it 
obvious to employ the heating in Japanese -316 as the resin is filled into the mold for 
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this very reason. Irradiating the resin from the beginning of the heating would have 
been an obvious step in Japanese -316 to facilitate the curing. 

5,Applicant is requested to provide a translation of pertinent sections of 
Japanese -316 if such is readily available. 

e.Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mathieu D. Vargot whose telephone number is 703 308- 
2621 . The examiner can normally be reached on Mon-Fri from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Colaianni, can be reached on 703 305-5493. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308- 
0661. 



872-9306. 




M. Vargot 

December 12, 2003 



Mathieu D. Vargot 
Primary Examiner 
Art Unit 1732 




